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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 
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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments filed January 17, 2007 have been fully considered but they 
are not persuasive. 

2. The rejection under 35 U.S.C. 102(b) with respect to the amended claims 1 , 9, 
14, and 19 is maintained, because there is no recitation that the limiting functions 
automatically happen during operation of recording and/or reproducing signals. 

3. Applicant's arguments, see p. 14, filed January 17, 2007, with respect to claims 
20-22 have been fully considered and are persuasive. The rejection of claims 20-22 
has been withdrawn, however a rejection under 35 USC 101 follows. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1, 9, 14, and 19-22 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

6. Claim 1 is seemingly a patentable apparatus, however, it is in reality seeking 
patent protection of the computer program as evidenced by claim 14. It is non-statutory 
because it lacks a practical application by physical transformation. There is no positive 
recitation of a practical application of limiting a number of tracks, muting a number of 
tracks, and designating other tracks for recording (i.e. Claim 1 is seeking protection for 
settings of an apparatus without claiming an outcome of these settings). Furthermore, it 
is non-statutory because it lacks a practical application that produces a useful, concrete, 
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and tangible result. A practical application, which provides a useful, concrete, and 
tangible result, is needed. 

7. Claim 9 is non-statutory for the same reasons as claim 1 . 

8. Claim 14 is non-statutory because the claimed invention does not fall under a 
statutory category or judicial exception. The claim is seeking patent protection for a 
computer "program embodied on a computer readable medium". Acceptable language 
for claiming a computer program would be "a computer readable medium embodied 
with a computer program" or " a computer readable medium embodied with computer 
executable instructions". When functional descriptive material is recorded on some 
computer-readable medium, it becomes structurally and functionally interrelated to the 
medium and will be statutory in most cases since use of technology permits the function 
of the descriptive material to be realized (MPEP 2106.01). 

9. Claim 19 is non-statutory because it depends on claim 1. 

10. Claim 20 is non-statutory for similar reasons as claim 1. Claim 20 recites a 
display section, several outputs of audio data, and several sections.that cause display 
of a status. However, no positive recitation of displaying a change in status, a 
transmission of an output to record a signal, or a transmission of an output to be heard 
by the user of the system is claimed. A practical application by physical transformation 
is required (i.e. a positive display step or a positive transmittal of data to be recorded or 
heard is needed), and the practical application needs to produces a useful, concrete, 
and tangible result. 

1 1 . Claims 21 and 22 are non-statutory for the same reason as claim 20. 
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Claim Rejections - 35 USC § 102 

12. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

13. Claims 1, 9, 14, and 19 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by the Owner's Manual of the VS-1680 Digital Studio Workstation by the 
Roland Corporation (hereinafter Roland). 

14. Regarding amended claim 1, Roland teaches a digital multi-track 
recording/reproducing device that allows for designating the recording/reproducing 
status of each track and teaches a track-setting section to designate a plurality of tracks 
to selectively record (p. 36, Switching Track Conditions). Roland also teaches a mute 
ON and mute OFF state, wherein a plurality of tracks can be selected for playback and 
another plurality of tracks can be selected for recording, and it is inherent that some 
tracks may be omitted in either selection (p. 68, Recording to Other Tracks). They 
teach that you cannot specify more than eight (8) tracks for record or source, wherein 
source is taught to be a monitoring track. It is inherent, in the art of recording and 
reproducing audio on a digital audio workstation, that the number of tracks to be 
recorded to or played back is limited by the hardware used to implement the system. 
Roland teaches that this limit causes a choice of allowing the user to select a channel 
and override a previous setting of another channel, or to disallow the user to select a 
channel, which would override a previous designation to any or all channels and this 
thereby reads on the reproducing track number-limiting section (p. 24, bus descriptions). 
Roland further teaches in the appendices (incorporated by reference in the Owner's 
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Manual, p. 12) that a nnute on and off function is automatically performed when 
bouncing tracks (Appendices, p. 10, "All of the tracks...."). Roland teaches that a 
reproducible number (16) is limited in this case and if this number is exceeded then a 
track is automatically muted. 

15. Regarding amended claim 9, see the preceding argument with respect to claim 
1 . Roland teaches this method. 

16. Regarding amended claim 14, see the preceding argument with respect to claim 
1. Roland teaches this feature, and it is inherent, in Roland's digital audio workstation, 
that a program is being executed to perform this functionality. 

17. Regarding amended claim 19. the further limitation of claim 1 , Roland teaches a 
mode designating section with these features (p. 24). It is inherent that a bit number, or 
track number, is used to designate which tracks are selected for the recording bus or 
the mix bus, wherein the mix bus comprises the tracks for playback. 

Conclusion 

18. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Ajamian, U.S. Patent No. 6,870,936. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel R. Sellers whose telephone number is 571-272- 
7528. The examiner can normally be reached on Monday to Friday, 9am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sinh Tran can be reached on (571)272-7564. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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